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Intellectual Property Licensing Start-Ups & Tech Bridge

Facilitate generation 

of IP and provide 

effective stewardship 

of the UH IP portfolio

Evaluate and market 

IP, execute licenses 

and IP portions of 

research agreements

Promote collaborations 

with industry partners & 

startups  

Entrepreneurship

Build a culture of 

entrepreneurship 

and innovation 

across campus
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Industrial Engagement



OTTI:  Mission and Activities
Foster research and scholarship through a culture of 

entrepreneurship and effective transfer & 

commercialization of UH technology  



Benefits of Research, Innovation
and Entrepreneurship
+ Research 

+ enables faculty to advance science and engineering
+ provides direct (to fund research) and indirect costs (to pay for 

research infrastructure)
+ Entrepreneurship enables UH researchers to impact society through 

commercialization of their technology, such as startup companies
+ Innovation may lead to inventions and patents; licenses to UH IP 

generates royalty income for the University and Inventor



•Should have VALUE – 
usefulness or economic 
advancement

•Unique contribution / 
Distinct value 

Identify a 
Problem

•Create IP 

•SUBMIT INVENTION 
DISCLOSURE FORM TO 
UH OTTI

Research a 
Solution

•Patenting / Copyright / 
Trade Secret

•KEEP IT CONFIDENTIAL 

•Investors may not 
invest in IP that is not 
protected 

Protect the 
Solution

•Market Assessment and 
ID potential Licensees

•License it

•Enter Commerce

Commercialize 
the Solution

The process



+ Venture created with an idea developed using UH IP, UH resources (UH Lab, faculty 
staff or student working at UH on same subject area, UH funding and UH 
equipment)

+ Steps to create a startup at UH 

+ Securing IP License is NOT the first step

+ Communicate your interest with the Startup Development team; they will coach you!

+ Conflicts of interest can be managed 

+ Contact us for any questions…

Why startups?



Tech entrepreneurship 
at UH



Tanu Chatterji
Associate Director of Startup Development, UH OTTI
Tanu is the founder of Innov8Hub- Startup accelerator designed 
to facilitate technology transfer of University IP and access 
SBIR/STTR funding and stimulate technology entrepreneurship 
by training academic innovators. She oversees operations of the 
UH Technology Bridge incubator and develops programming 
to support startup development activities. Tanu earned a MSc. 
in Pharmaceutical Sciences from Idaho State University and a 
Ph.D. in Cancer Biology from UT MD Anderson Cancer Center.

M E E T  T H E  A S S O C I A T E  D I R E C T O R



Incubator
Facilitates the development of 
high-potential startup ideas and 
offers resources such as physical 
space over a span of one to five 
years.

Intensive and compressed programs that 
provide mentorship, education and 
resources for early- or mid-stage startup 
founder. 

Accelerator

“Whereas incubators provide the environments and resources to help your ideas succeed, accelerators 
compress years’ worth of learning and growth into the span of a few months.”  
     - Harvard Business



+ Founder-driven series of entrepreneurial programs;

+ For UH early-stage ventures and entrepreneurs;

+ Located at the UH Tech Bridge, in person and virtually;

+ Designed for scientists, students and researchers, to 
apply for SBIR/STTR grants, business plan competitions, 
access mentors, advisors and pro-bono services

+ Goal is to launch new ventures, develop business plans to 
raise money and attract C-suite level employees to join 
their team.

What is innov8hub?



The UH Tech Bridge











Intellectual 
property 101



Intellectual property 
definitions
+ Copyrights - protect 

intellectual works of art;
+ Patents – grant property rights 

for new and useful inventions;
+ Trade secrets – confidential 

information which gives a 
competitive advantage;

+ Trademarks -  word, phrase, 
symbol, or design that 
identifies a brand.



Right to exclude vs 
right to practice
+ Patents give owners the right 

to exclude others from using or 
selling the claimed invention.

+ A granted patent does not 
ensure freedom to operate.

+ Products often include the use 
of several patented concepts, 
and licenses may be needed to 
include those concepts. 



Patent prosecution is a lengthy, expensive 
process. 

Conception

Patentability Search

Provisional Application Filed

US Utility/PCT

National Phase

Patent Granted

12 months 18 months Years

Patent Prosecution



High costs of patenting 
influence timing.

Source: https://blueironip.com/how-much-does-
a-patent-cost/

UH is generally prepared to support patenting through 
the submission process but cannot carry the costs of 
prosecution. Competing factors must be weighed in 
determining if/when to file, factors include
+ If/when invention may be disclosed through 

publication/presentation;
+ Likelihood that another may be working on a similar 

technology;
+ Whether the technology has technical 

maturity/sufficient data to interest prospective 
licensees before high costs of prosecution. 



IP commercialization



Obligation to disclose
+ Inventors are obliged to 

disclose whenever new IP 
is developed.

+ Disclose as soon as 
commercial potential is 
recognized.

Do not wait until you’ve given a presentation or published a paper!

UH BOR Policy 21.08.3



The invention 
disclosure form

+ Not “just housekeeping” 
or mandatory paperwork 
(although it is required by 
law);

+ Initiates the process for 
ultimately protecting your 
intellectual property.

*IDF can be found online: https://uh.edu/uh-energy-innovation/uh-innovation/technology-transfer/ 

https://uh.edu/uh-energy-innovation/uh-innovation/technology-transfer/


What it is What it is not
+ Confidential document to 

communicate invention to OTTI;
+ Basis for preliminary inventor 

interview and subsequent 
assessment;

+ Final document for seeking IP 
protection and commercialization.

+ Sufficient for IP protection;
+ A guarantee of patent submission or 

award;
+ A document that describes all aspects 

of the invention.

The disclosure form, by itself, offers no IP protection!



+ What is the invention?
+ How was the work funded?
+ When was it conceived?
+ Who are the inventors?

What is the 
disclosure process, 
step by step?



Title and Description

+ Disclosure number (UHID) will be 
assigned by UH and used for 
internal references;

+ Brief description of IP is akin to an 
abstract;

+ There must be a comprehensive 
description of the IP submitted at 
the same time as disclosure, this 
could be in many different forms 
such as a draft of a manuscript, 
dissertation, etc.



Relevant grant and 
sponsorship information are 
evaluated for impact on 
resulting IP

+ Were external grants or 
sponsorships used to develop the 
IP? (e.g. Federal sources or 
sponsored research agreements);

+ Are there any other agreements 
into which the inventor has 
entered that might impact the 
rights to the generated IP?



The university owns IP as a 
condition of employment.

Inventors

+ Must be listed, including those 
outside of UH;

+ Are individuals who contributed to 
what becomes the patent claims - 
ideas not effort;

+ Who believe their IP was developed 
without use of university resources 
MUST provide a written basis for that 
opinion which is convincing and 
explicit;



Inventorship Authorship
+ Contributes to conception 

or reduction to practice in 
a significant manner;

+ Legally defined;
+ Order is legally irrelevant.

+ Contributes to writing a 
particular work;

+ Subjectively decided;
+ Order typically reflects 

level of contribution.

Not understanding the difference can invalidate your patent!



How can inventors help?
+ Provide as much detail as possible about the 

invention
+ Help us understand possible applications and use 

cases to inform outreach strategy.
+ Provide any competitors, similar technologies, etc. 

to inform the assessment. 
+ Be available to meet with prospective partners. 
+ What else?  Contact us! 



Marketing and Licensing



Research

Patent

Publication

Licensing

Startup Formation

Early-Stage Startup

Late-Stage Startup

Invention 
Disclosure

Startup Exit

Marketing

Existing Business

Revenue 
generation

Technology 
Commercialization 
Cycle
+ The process is often circular, not 

linear.

+ We both have important roles.

+ Together, we break it down and 
move step-by-step.



Research

Patent

Publication

Licensing

Startup Formation

Early-Stage Startup

Late-Stage Startup

Invention 
Disclosure

Startup Exit

Marketing

Existing Business

Revenue 
generation

Creating impact
+ A license to IP is often more about 

the commitment to partnership 
than the value of the IP, particularly 
given the uncertain path to patent 
award.

+ Licenses offer a range of ways to 
compensate the university and 
inventors for access to the invention 
and, in many cases, additional 
collaborative research.



Photo here.Chanelle Mack
Director Intellectual Property, UH OTTI
Chanelle Mack is an attorney whose practice includes intellectual 
property prosecution, counseling, and drafting and reviewing 
licensing agreements. Chanelle has prosecuted patent applications in 
the areas of computer software, computer hardware, oil and gas 
technology, medical devices, and nautical vessels. Chanelle was also a 
former patent examiner at the United States Patent and Trademark 
Office (USPTO). Her other previous technical experience includes 
working as network analyst/engineer and an engineer for a major 
defense contractors.

M E E T  T H E  D I R E C T O R



Why do universities market 
intellectual property?
+ Puts the available technologies directly in front of 

potential licensees;
+ Generates leads that result in license deals, sponsored 

research programs or other kinds of engagements;
+ Strengthens and increases the university’s profile;
+ Builds relationships with industry;
+ Increases societal impact of IP through commercialization;
+ Shares rewards with inventors for their impactful work.



How do we reach prospective licensees? 

Active

+ Outreach as an extension of the 
assessment process; 

+ Working with the OTTI team and faculty 
to identify industry partners who may 
have an interest; 

+ Evaluating the patent landscape to 
identify companies working in the space;

+ Developing technology summaries and 
pushing to social media contacts.

Passive

+ Posting news to our website and pushing 
to social media channels; 

+ Celebration of inventors and their scientific 
contributions; 

+ Creating and publishing blogs and 
whitepapers;

+ Post to the UH technology marketplace 
and other third-party databases



Our IP marketplace.



What we look for in 
promising partners
+ Clear plan for continued development of the 

product or service;
+ Sufficient capitalization;
+ Commitment to partnership with you, the 

inventor;
+ Willingness to share in upside.



How can inventors help?
+ Let us know who you think might be interested: 

experts, industry contacts, observers, etc. 
+ Help us understand possible applications and use 

cases to inform outreach strategy.
+ Provide any competitors, similar technologies, etc. 

to inform the assessment. 
+ Be available to meet with prospective partners. 
+ What else?  Contact us! 



Upcoming changes



Gavin Garvey
Director for Industry Engagement, UH OTTI
Gavin has co-founded and mentored multiple startups based 
on university-derived inventions. His background includes 
expertise in scientific research, business development, 
technology marketing, and license negotiation. He has 
earned a Ph.D. in chemical engineering from the University 
of Houston and an MBA from the University of Houston – 
Clear Lake Campus.

M E E T  T H E  D I R E C T O R



Industry Sponsored 
Grant Process

+ Industry funding is potentially 
significant untapped source 

+ Many companies deterred by 
unfriendly university IP policy

+ Industry funding typically exceeds 
revenues from licensed  university

+ This reality motivates a more 
enlightened IP approach



“Preferred IP”  
Industry Sponsored 
Grant Process
+ Relinquishing IP to sponsor for 

nominal upfront fee will increase 
prospects for industry funding

+ A win-win-win for Industry 
Sponsor, university, & PI

Non-exclusive



“Preferred IP”  Options
Option A: This option follows the conventional 
approach in which the sponsor and university 
negotiate a royalty-bearing non-exclusive or 
exclusive license on IP developed in the project. 
There are no upfront fees or pre-set royalties. 
This option is the default option should the 
Principal Investigator (PI) and/or Sponsor not 
agree to Options B and C.



“Preferred IP”  Options
Option B: This option requires the sponsor to pay 
an upfront fee of 15% of the total sponsored project 
cost, or $30K (whichever is greater) in return for an 
exclusive worldwide license to all project 
inventions. The option also includes a threshold 
clause that requires the sponsor to pay 1% royalties 
on net sales exceeding $20 million utilizing the 
project IP. Additional terms including sub-
licensing, cap on royalties, other fees, etc. are 
negotiable. The PI must agree to this option.



“Preferred IP”  Options
Option C: This option requires the sponsor to 
pay an upfront fee of 10% of sponsored project 
cost, or $10k (whichever is greater) for a royalty-
free, non-exclusive license to all project 
inventions. The sponsor may not sub-license or 
cross-license. Other terms are negotiable. The PI 
must agree to this option.



“Preferred IP”  Process Steps
+ Faculty researchers and UH OTTI staff engage potential industry sponsor UH Preferred IP 

Program (UH-PIPP) policy.
+ In the IP section of the Sponsored Research Agreement, Sponsor must select Option A, B, or 

C of the UH-PIPP Option Sheet.
+ Faculty researchers sign off on SRA which includes selected PIPP option. 
+ Should Sponsor select Option B or C, research project budget must include the upfront fee. 
+ Faculty researchers complete and approve Transmittal Form for the Industry-Sponsored 

Project.
+ Faculty researchers complete and sign Industry-Sponsored Proposal Checklist.



Who to contact
Mike Harold
AVP - IP & Industrial 
Engagement

mharold@uh.edu
713-743-4322

Haleh Ardebili
AVP - Entrepreneurship 
& Startup Ecosystem 

hardebili@uh.edu
713 743 5562

Chanelle Mack
Director, Licensing

cnmack@central.uh.edu
713-743-9722

Tanu Chatterji Associate 
Director, Startup 
development

tchatte@central.uh.edu
713 743 0201

Mingwei Chen
Technology Transfer 
Associate

mchen51@central.uh.edu
713-743-8376

Darayle Canada 
Program Director, 
Startup Operations

dcanada@central.uh.edu
713 743 7775

Nelson Hawkins
Program Manager, IP 
Operations

nkhawkin@central.uh.edu
713-743-1545 

Gavin Garvey
Director, Industry 
Engagement

gsgarvey@uh.edu

Joseph Jilka
Director, Licensing and 
Operations

jmjilka@central.uh.edu

mailto:mharold@uh.edu
mailto:hardebili@uh.edu
mailto:cnmack@central.uh.edu
mailto:tchatte@central.uh.edu
mailto:mchen51@central.uh.edu
mailto:dcanada@central.uh.edu
mailto:nkhawkin@central.uh.edu
mailto:gsgarvey@uh.edu
mailto:gsgarvey@uh.edu


THANK YOU!
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